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Office Action Summary 



Application No. 

09/632.699 



Examiner 

Richard C Weisberger 



Applicant(s) 

HALL ET AL, 



Art Unit 

3624 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply v^ll, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment. See 37 CFR 1 .704(b). 

Status 



2a)n 
3)0 



Responsive to communication(s) filed on . 

This action is FINAL. 2b)^ This action is non-final. 



Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) H Claim(s) 1-61 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-61 is/are rejected, 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) n The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Internationa! Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) H Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-41 3) Paper No(s). , 

^\2) im Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 



n)^[ZI Information Disclosure Statement(s) (PTO-1449) Paper No(s). 



6)0 Other: 
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Requirement for Information 



The criteria stated in 37 CFR 1 .105 for making a requirement for information is that the 
information be reasonably necessary to the examination or treatment of a matter in an 
application. The information required would typically be that necessary for finding prior 
art or for resolving an issue arising from the results of the search for art or from analysis 
of the application file. A requirement for information necessary for finding prior art is not 
a substitute for the examiner performing a search of the relevant prior art; the examiner 
must make a search of the art according to MPEP § 704.01 and §§ 904 - 904.03. 



The criteria of reasonable necessity is: 

(A) preliminary analysis demonstrates that the claimed subject matter cannot be 
adequately searched by class or keyword among patents and typical sources of non- 
patent literature, or 

(B) lack of relevant prior art found in the examiner's search justifies asking the 
applicant if he or she has information that would be relevant to the patentability 
determination. 

Here, both conditions apply. 

The first instance generally occurs where the invention as a whole is in a new area of 
technology which has no patent classification or has a class with few pieces of art that 
diverge substantially from the nature of the claimed subject matter. Thus, it is the 
applicant who is likely to be among the most knowledgeable in the art. 

The second instance generally occurs where the application file, or other related 
applications or publications authored by the applicant, suggests the applicant may have 
access to information necessary to a more complete understanding of the invention and 
its context. 



The applicant is required to respond to these requests: 

(A) The name and citation of any particularly relevant indexed journal or treatise 
discussing PSLexchange. 

(E) Any written descriptions or analyses, prepared by any of the inventors or 
assignees of the claimed invention, of PSL exchange (e.g., web pages, business plans, 
press releases etc.) 



Application/Control Number: 09/632,699 
Art Unit: 3624 



Page 3 



(F) Identification of pending or abandoned applications filed by at least one of 

the 

inventors or assigned to the same assignee as the current application that disclose 
similar subject matter that are not otherwise identified in the current application. 

In responding to those requirements that require copies of documents, where the 
document is a bound text or a single article over 50 pages, the requirement may be met 
by providing copies of those pages that provide the particular subject matter indicated in 
the requirement, or where such subject matter is not indicated, the subject matter found 
in applicant's disclosure. 

The fee and certification requirements of 37 CFR 1 .97 are waived for those 
documents submitted in reply to this requirement. This waiver extends only to those 
documents within the scope of this requirement under 37 CFR 1.105 that are included in 
the applicant's first complete communication responding to this requirement. Any 
supplemental replies subsequent to the first communication responding to this 
requirement and any information disclosures beyond the scope of this requirement 
under 37 CFR 1 .1 05 are subject to the fee and certification requirements of 37 CFR 
1.97. 

The applicant is reminded that the reply to this requirement must be made with 
candor and good faith under 37 CFR 1.56. Where the applicant does not have or 
cannot readily obtain an item of required information, a statement that the item is 
unknown or cannot be readily obtained will be accepted as a complete reply to the 
requirement for that item. 
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This requirement is an attachment of the enclosed Office action. A complete 
reply to the enclosed Office action must include a complete reply to this requirement. 
The time period for reply to this requirement coincides with the time period for reply to 
the enclosed Office action. 

Claim Rejections - 35 USC § 103 



1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-61 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
1999 EBAY Annual Report in view of PSLExchange; Press release. 

The EBAY system and methods of trading over a comprising network is known to all 
those skilled in the art. The primary reference summarizes this system and method. It 
teaches or renders obvious all of the claimed method and system components but for 
listing and trading of the "seat license". The secondary reference teaches that it is well 
seat license exchanges are well known. It would have been obvious for one skilled in 
the art at the time to have combined the teachings thereby rendering obvious each and 
ever element of the claimed invention as motivated by the need to save time and money 
in bringing the PSLExchange to Market. 
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